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DETAILED ACTION 

Claim Objections 

1 . Claim 22 is objected to because of the following informalities: The claim status 
identifier of Claim 22 is incorrect. Appropriate correction is required. 

Specification 

2. The Substitute Specification, filed on 8 September 2004, has been entered. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

4. The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claim 26 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Regarding Claim 
26, while the Specification refers to intermetallic at abutting positions to Al phase 
or in Al phase, this language is understood to mean that any given portion of the 
layer that comprises aluminum intermetallic is either in Al phase or abutting Al 
phase. The language is not understood to mean, as presently claimed, that all 
intermetallic in the plating layer may be in an abutting arrangement. Therefore, it 
is unclear how applicant derives antecedent support for the invention as now 
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claimed. Applicant's remarks do not provide a specific rationale for antecedent 
support. 

6. Claim 26 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. Regarding Claim 26, it is unclear where applicant 
teaches how to form a plating layer with aluminum intermetallic compound limited 
to abutting Al phase, as opposed to also in Al phase. While the Specification at 
paragraphs 25-29 refers to intermetallic at abutting positions to Al phase, it is 
unclear where the Specification teaches disposition of intermetallic exclusively at 
abutting positions. Moreover, applicant has provided no guidance as to how one 
of ordinary skill in the art would fabricate a plating layer where there were 
exclusively abutting arrangements. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

8. The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 10-12 and 15-26 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

10. Regarding Claims 10, 15, 17, 18, 23, 25, and 26, it is unclear what is meant by 
the phrase "-type intermetallic compound." Is the word "type" superfluous? If 
not, it is unclear how it further limits the scope of claim coverage. 
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1 1 . Regarding Claims 10, 18, and 26, it is unclear what is meant by the phrase "Al 
phase." Does paragraph 23 of the Specification define this phrase for the 
purpose of the claims? Does the phrase mean "an Al solid solution that contains 
Zn in the state of a solid solution"? If not, what does it mean? Is it any aluminum 
containing material? Is it any Al solid solution that contains other materials in the 
state of a solid solution? 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. Claims 10, 15, 16, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Friedersdorf et al. WO 01/27343. Friedersdorf teaches plating 
steel with aluminum/zinc plating material that may comprise aluminides, including 
TiAI3 and iron aluminides. See Friedersdorf et al. (page 4, final paragraph; page 
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5, bottom paragraph through first full paragraph; page 8, bottom paragraph 
through page 10, first full paragraph; page 12, first two paragraphs; Claims 1,2, 
8, 9, 14, 15). Friedersdorf does not exemplify including TiAI3, but suggests that 
effective platings may comprise TiAI3 in the claimed amounts. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to 
include TiAI3 in the plating of Friedersdorf in the claimed amounts, as 
Friedersdorf suggests that effective platings may be formed in this manner. It 
would be expected that the claimed Al phase would be present as Friedersdorf 
teaches a plating mainly comprised of aluminum with a balance of zinc. It would 
be expected that the claimed melting points and lattice constants would be 
inherently satisfied, as applicant's Specification teaches that TiAI3 meets these 
requirements. 

Response to Amendment 

1 5. In view of applicant's amendments and arguments, applicant traverses the 
section 102 rejection over Honda of the Office Action mailed on 26 September 
2005. Rejection is withdrawn. 

Allowable Subject Matter 

16. Claims 11, 12, and 19-24 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action 
and to include all of the limitations of the base claim and any intervening claims. 

17. Claim 18 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 
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18. The reviewed prior art does not teach or suggest the subject matter of Claims 1 1 , 
12, and 18-24. With respect to Claims 1 1 and 12, there is no teaching or 
suggestion of plating layer having the claimed compositions in combination with 
the other claimed limitations. With respect to Claims 18 et seq., there is no 
teaching or suggestion of a plating layer having the claimed abutting 
arrangement of aluminum intermetallic and Al phase in combination with the 
other claimed limitations. 

Conclusion 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael La Villa whose telephone number is 
(571 ) 272-1539. The examiner can normally be reached on Monday through 
Friday. 

20. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on (571) 272-1540. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 
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21. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

Michael La Villa 
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